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The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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ON BRI EF

Bef ore COHEN, FRANKFORT and NASE, Adninistrative Patent
Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final

rejection of clainms 1 through 8 and 21 through 29, which are

all of the clains remaining in this application. Cains 9
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t hrough 20 have been cancel ed.

Appellant’s invention relates to a Venetian blind, and
nore specifically to ladder and lift cord arrangenents for
Venetian blinds. A copy of representative clains 1, 24 and 28
on appeal, as reproduced fromthe Appendi x to appellant’s

brief, is attached to this deci sion.

The sole prior art reference of record relied upon by the
exam ner in rejecting the appealed clains is:
Si non 5, 060, 709 Cct. 29,

1991

Clainms 25 and 27 stand rejected under 35 U . S.C. § 112,

second paragraph as being indefinite.

Clains 1 through 8 and 21 through 29 stand rejected under

35 U.S.C. 8§ 103(a) as being unpatentable over Sinon.

Rat her than reiterate the exanminer's full statenent of
t he above-noted rejections and the conflicting viewoints

2



Appeal No. 1999-1787
Appl i cation No. 08/797,521

advanced by the exam ner and appell ant regardi ng t hose
rejections, we nmake reference to the exam ner's answer (Paper
No. 12, mail ed Decenber 21, 1998) and suppl enental answer
(Paper No. 14, mailed March 5, 1999) for the reasoning in
support of the rejections and to appellant’s brief (Paper No.
11, filed Decenber 1, 1998) and reply brief (Paper No. 13,

filed February 22, 1999) for the argunents thereagainst.

OPI NI ON

In reaching our decision in this appeal, this panel of
t he Board has given careful consideration to appellant’s
specification and clains, to the applied prior art reference,
and to the respective positions articul ated by appell ant and
the examner. As a consequence of our review, we have reached

the determ nati ons which foll ow

Looking first to the examner’s rejection of clainms 25
and 27 under 35 U.S.C. § 112, second paragraph, we note that
on page 4 of the brief appellant has agreed with the exam ner

that clainse 25 and 27 include a recitation to “the left cord,”
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which recitation has no proper antecedent basis. Wile
appel  ant has al so suggested possi ble corrective | anguage
(1.e., that “the left cord” in each instance should be “the
[ift cord”), we observe that no amendnment has been filed
requesting or maki ng any such correction. Accordingly, the
examner’s rejection of 25 and 27 under 35 U. S.C. § 112,

second paragraph, is sustained.

Consi dering next the examner’s prior art rejection of
t he appealed clains relying on Sinon, we observe that
i ndependent claim1l on appeal is directed to a Venetian blind
of the type generally seen in Sinon, with the exception that
appellant’s clained blind has a requirenent of:

“at least one of said |lift cords being interwoven with
the cross rungs of an associ ated one of said | adders while

remai ni ng between the riser cords of the associ ated | adder
substantially along the entire length of said riser cords.”

The exam ner has urged (answer, page 3) that Sinon
discloses lift cords (18, 19, 32, 33) which are illustrated as
being i nterwoven with the cross rungs (34) of the Venetian

blind therein, and appellant |ikew se indicates (brief, page
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4) that Sinon shows lift cords wth such a rel ationshi p.
However, appellant has additionally argued that Sinon teaches
interweaving the lift cord with a riser cord of the associated
| adder, wherein the |ift cord is wapped around the riser cord
at predetermned intervals so that at tinmes the lift cord lies
outside the riser cord and at other tinmes it lies on the
inside of the riser cord and thus between the riser cords of
the associated |ladder. This interweaving of the lift cord and
the riser cord in Sinon gives rise to appellant’s argunment
(brief, page 7) that Sinon does not teach or suggest that the
at least one lift chord which is interwoven with the cross
rungs of a given |adder also renmains “between the riser cords
of the associ ated | adder substantially along the entire | ength
of the riser cords,” as in claim1l on appeal. This aspect of
appellant’s invention is shown in Figures 5 and 6 of the
application drawi ngs and descri bed on pages 5 and 6 of the

specification as being a preferred enbodi nent.

Real i zing that the lift cords in Sinon do not remain
between the riser cords of the associated | adder substantially
along the entire length of the riser cords as specified in
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appellant’s claim1l, the exam ner urges that one of ordinary
skill in the art would have recogni zed the benefits of not
wrapping the lift cords therein about the riser cords “if
frictional engagenent of the lift cord with the riser cord
obstructed the accunul ation of the slats and as such, this
feature is not seen as constituting a patentable distinction”
(answer, page 3). Like appellant, we view the examner’s
treatment of claiml1l on appeal as being based on total

specul ation and conjecture and as providing an inperm ssible
hi ndsi ght reconstruction of the clainmed subject matter based
solely on appellant’s own disclosure. For that reason, we
will not sustain the examner’s rejection of claim1 on
appeal, and the cl ains which depend therefrom(i.e., clains 2
t hrough 8 and 21 through 23), under 35 U S.C. 8§ 103(a) based

on Si non.

| ndependent cl aim 24 on appeal defines a Venetian blind
wherein the |ift cords are intertwined with the riser cords
“along both the front and rear edges of said slats.” In
treating i ndependent claim 24 on appeal, the exam ner has
taken the position (answer, page 4) that elimnating the | oops
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(31) of Sinon together with their function and to intertw ne
the Iift cords at the rear of the slats with the riser cords
woul d have been obvious to one of ordinary skill in the art.
Absent any teachi ng, suggestion or evidence thereof, we mnust
di sagree with the exam ner’s proposed nodification of Sinon
and his conclusion of obviousness based on Sinmon. 1In this
regard, like appellant, we note that the nere fact that the
prior art could be nodified in the manner urged by the

exam ner woul d not have made such nodification obvious unless
the prior art suggested the desirability of the nodification.

See In re Gordon, 773 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed.

Cir. 1984) and In re Fritch,

972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783-84 (Fed. Cir. 1992).
Again, it is our opinion that the exam ner has inpermssibly
drawn from appellant’s own teaching and fallen victimto what
our review ng Court has called “the insidious effect of a

hi ndsi ght syndrone wherein that which only the inventor has

taught is used against its teacher.” WL. Gore & Associ ates,

Inc. v. Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 313

(Fed. Cir. 1983). Since we have determ ned that the
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exam ner’ s concl usion of obviousness is based on hindsi ght
reconstruction using appellant’s own di scl osure as a bl ueprint
to arrive at the clainmed subject matter, it follows that we

will not sustain the exam ner’s rejection of claim24 Sinon.

Clainms 25 through 27 depend fromclaim24. Accordingly,
since the teachings and suggestions found in Sinmon woul d not
have nmade the subject matter as a whol e of independent claim
24 obvious to one of ordinary skill in the art at the tine of
appellant’s invention, it follows that dependent clains 25
t hrough 27 would |i kewi se have been unobvi ous over Sinon.
Therefore, we also refuse to sustain the exam ner’s rejection

of dependent clainms 25 through 27 under 35 U. S.C. 8§ 103(a).

The last of the examiner’s rejections for our reviewis
that of clains 28 and 29 under 35 U.S.C. § 103(a) based on
Sinon. I ndependent claim28 is directed to yet another aspect
of appellant’s Venetian blind wherein the slats of the blind
i nclude substantially vertically aligned notches in the rear
edges thereof and wherein the aligned notches have positioned
therein “a riser cord and a lift cord.” Wile the examner’s
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position with regard to clains 28 and 29 is not entirely
clear, suffice it to say that Sinon provides no teaching or
suggestion of vertically aligned notches in the rear edges of
the slats therein wherein said notches have positioned therein
ariser cord and a lift cord. The lift cords along the rear
edges of the slats in Sinon are received in |oops (31) that
are attached to the rear |adder or riser cords at the |ocation
of the rungs (34). These loops are said (col. 3, lines 13-18)
to guide the rear lift cords and ensure alignment of the

| adders with the lift cords. As is apparent from Figures 2-4
of Sinon, while the |adder or riser cords (15, 21) may be
received in notches (36, 38) on the slats, the lift cords (19,
33) are not carried in the notches. Thus, the examner’s
rejection of clainms 28 and 29 under 35 U. S.C.

8 103(a) based on Sinon will not be sustai ned.

In addition to the foregoing treatnment of this case, we
are al so conpelled to REMAND the application to the exam ner
for consideration of the Judkins patent (No. 5,573,051, filed
Feb. 6, 1995) and the patent to Chi Yu (No. 4,951,729), both
cited by appellant in the Information Di sclosure Statenent
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filed April 24, 1997 (Paper No. 2). In Figures 5 and 9, the
Judkins patent, which is prior art by virtue of its filing
date, appears to show subject matter corresponding to that set
forth in appellant’s clainms 28 and 29 on appeal, while the
patent to Chi Yu shows, in Figure 1, subject matter pertinent

to appellant’s claim 1l on appeal.

To summari ze, we have affirmed the exam ner’s rejection
of clainms 25 and 27 under 35 U.S.C. 8 112, second paragraph,
but have reversed the exam ner’s rejection of 1 through 8 and
21 through 29 under 35 U S.C. 8 103(a) based on Sinon. Thus,
the decision of the examner is affirned-in-part. 1In
addition, we are remanding this case to the examner to
consider certain designated prior art already of record in the
application with regard to possibly making rejections of

certain of the clains on appeal.

No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
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AFFI RVED- | N- PART AND REMANDED

| RWN CHARLES COHEN )
Adm ni strative Patent Judge

BOARD OF PATENT
CHARLES E. FRANKFORT

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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CEF: | nb

GARY M POLUMBUS

DORSEY & VWH TTNEY

370 SEVENTEENTH STREET

REPUBLI C PLAZA BUI LDI NG SUI TE 4400
DENVER, CO 80202-5644
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APPENDED CLAI M5
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1. A Venetian blind conprising a plurality of parall el

el ongated slats having front and rear |ongitudinal edges,

| adders including a pair of riser cords with one riser cord
extending along the front edge of the slats and the other
riser cord extending along the rear edge of the slats and
spaced apart cross rungs for supporting said slats in
vertically spaced apart relation, and lift cords for lifting
said slats into closely spaced stacked rel ation and for

| owering said slats into wi der spaced relation, at |east one
of said lift cords being interwoven with the cross rungs of an
associ ated one of said | adders while remai ni ng between the
riser cords of the associated | adder substantially along the
entire length of said riser cords.

24. A Venetian blind conprising a plurality of el ongated

sl ats having ends and front and rear |ongitudinal edges, a
plurality of |adders, each |adder including a pair of riser
cords with one riser cord extending along the front edges of
the slats and the other riser cord extending along the rear
edge of the slats and spaced apart cross rungs for supporting
said slats in vertically spaced apart relation, and |ift cords
for lifting said slats into closely spaced stacked relation
and for lowering said slats into wi der spaced relation, said
l[ift cords being intertwined with said riser cords along both
the front and rear edges of said slats.

28. A Venetian blind conprising a plurality of el ongated
slats having front and rear |ongitudinal edges, a plurality of
| adders, each | adder including a pair of riser cords with one
riser cord extending along the front edge of the slats and the
other riser cord extending along the rear edge of the slats
and spaced apart cross rungs for supporting said slats in
vertically spaced apart relation, and lift cords for lifting
said slats into closely spaced stacked rel ation and for

| owering said slats into wi der spaced relation, said slats
further including substantially vertically aligned notches in
said rear edge thereof, and wherein said aligned notches have
positioned therein a riser cord and a |lift cord.
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